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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 02 November 2004 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |E] Claim(s) 1-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Elect i on/Res tri c tions 

Applicant's election of Group I claims 1-24 is 
acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction 
requirement, the election has been treated as an election 
without traverse (MPEP § 818.03(a)). 

Status of Claims 
Claims 1-24 are pending and under examination. 

Specification 

The abstract of the disclosure is objected to because it is 

too long. Also, because of the used of terminology often used in 

patent claims e.g., "consist". Correction is required. See 

MPEP § 608.01 (b) . 

Applicant is reminded of the proper language and format for 
an abstract of the disclosure. 

The abstract should be in narrative form and generally 
limited to a single paragraph on a separate sheet within the 
range of 50 to 150 words. It is important that the abstract not 
exceed 150 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. 
The form and legal phraseology often used in patent claims, such 
as "means" and "said, " should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent 
text for details. 

The language should be clear and concise and should not 
repeat information given in the title. It should avoid using 
phrases which can be implied, such as, "The disclosure 
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concerns, " "The disclosure defined by this invention, " "The 
disclosure describes," etc. 

The specification has not been checked to the extent 
necessary to determine the presence of all possible minor errors 
(typographical, grammatical and idiomatic). Applicant's 
cooperation is requested in correcting any errors of which 
applicant may become aware in the specification. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof 
by the applicant for patent, or on an international application by another 
who has fulfilled the requirements of paragraphs (1) , (2) , and (4) of 
section 371(c) of this title before the invention thereof by the applicant 
for patent . 

The changes made to 35 U.S.C. 102(e) by the American 
Inventors Protection Act of 1999 (AIPA) and the Intellectual 
Property and High Technology Technical Amendments Act of 2 002 do 
not apply when the reference is a U.S. patent resulting directly 
or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the 
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reference is determined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-18 and 20-24 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Yelton et al (EP 699,756) . 

Yelton discloses at page 19, line 11 up to page 20, line 7, 
a method of contacting nitrocellulose filters (solid support, as 
claim) blocked with a blocking buffer (page 26, lines 22-26) to 
prevent nonspecific binding of antibodies and coated with goat 
anti-human kappa light chain conjugated to alkaline phosphatase. 
And then contacted with phage BR antibody library. See further 
the cited Huse reference, ( J. Immunol.) which describes the 
coating of support. Also, page 16, lines 5-50; page 24, lines 35- 
40. Yelton discloses at page 21, line 54 that the method further 
comprises binding the above BR96 with tumor cell line, H33 96. 
See also all the examples, specifically Example 5 at page 32. 
The specific method steps of Yelton using specific components 
fully meet the broad claimed method comprising the broad claimed 
steps using broad components. 

Claims 1-6 and 18-19 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Lowman et al (USP 6,172,213) . 

Lowman et al discloses at col. 72, Example 4, a method of 
contacting a phage F(ab) libraries with a solid support coated 
human IgE. The phage libraries were constructed by fusing to the 



Application/Control Number: 09/977,797 Page 5 

Art Unit: 163 9 

C-terminal domain of bacteriophage M13g3p by known techniques. 
The presence of an amber codon between the heavy-chain antibody 
domain and the g3p domain on phage permits the expression of the 
phage-displayed fusion protein only in amber suppressor strains 
of E. coli, while soluble F(ab) protein can be obtained with 
this same construct in non- suppressor strains of E. coli. For 
affinity-selections of phage particles displaying F(ab) 
variants, phage was prepared by sodium chloride/polyethylene 
glycol precipitation from E. coli culture supernatants . 96-well 
plastic plates were coated with IgE (human IgE) . The IgE 
solution was then removed, and the plates were incubated with a 
blocking solution of horse serum. At col. 75, line 45 up to 76, 
line 43 an assay with an antigen i.e., IgE binding of the phage 
is discussed. Lowman discloses at col. 58, Example 1 up to col. 
60, line 17 a method comprising coating test plates with rat anti- 
mouse IgG in sodium carbonate buffer, then blocked with bovine 
serum albumin in phosphate buffered saline. The specific method 
steps of Lowman using specific components fully meet the broad 
claimed method comprising broad steps using broad components. 
No claim is allowed. 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to T. D. 
Wessendorf whose telephone number is (571) 272-0812. The 
examiner can normally be reached on Flexitime. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Andrew Wang can be 
reached on (571) 2 72-0811. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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